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Background 

Nepal introduced the Intellectual Property (IP) Act about seven and half decade back.  Patent, Design and Trademark Act, 1937 was promulgated for the first time and Patent Design and Trademark Act, 1965 replaced it which has undergone amendments in 1987, 1991 and 2005.  These amendments led for modifications,  up gradation and improvements for the promotion and protection of Industrial Property. 

The Patent Design and Trade Mark Act 1965 worked as an umbrella Act for the protection of all kinds of intellectual property in Nepal. More than couple of drafts for the replacement of the Acts were well prepared, but not  got an approval. Rather, minor amendments appeared in the Acts. Nepal became member of WTO on 23rd  April 2004. WTO also provided a team of IP experts in order to assess Nepal’s need in this regard. Besides WTO, Nepal became member of the World Intellectual Property Organization (WIPO) in 1997 and joined the Paris Convention in 2001 and participated to Berne Convention on 11 January 2006. The following is the extract from WTO accession protocol related to intellectual property. 

As a least-developed country, Nepal is preparing the New Industrial Property (Protection) Act, which would incorporate all the substantive provisions of the TRIPS Agreement. It would cover all categories of industrial property and would incorporate the basis for an adequate enforcement and be promulgated no later than 1 January 2006. 
The above statements clarify the responsibility of Nepal to comply with all the Commitments on industrial intellectual property made in WTO and other multilateral, regional and bilateral agreements. For this, Nepal needs strong legal framework like Intellectual property policy and IP Acts.  However, there are several constraints for compliance of these commitments. Nevertheless, the level of constrains are not equal in all the areas, some constraints are prevalent  in all areas of intellectual property rights ranging from copyright to trademark, patent, design etc. This discussion is focused exclusively on the study of the  fundamental constraints of trademark  administration/ management in Nepal .  

There are around thirty nine thousand trademarks registered with the Department of Industries as of 15th August, 2015. Due to lack of detailed information needed to take decision, due to lack of proper verification and or examination mechanism and due to lack of proper manpower, trade mark has been registered  not to the desired extent possible.  Due to these causes, there is a tendency to apply for trade mark, hold the trade mark and not bring in practice, copying of well known national and international brands and the lack of confidence among the business community are also observed as the problems in administering the trade mark. 

Conceptual Framework on Trademark  

Trademark is one of the categories of intellectual property which is defined as a creation of mind.  A “trade mark” means any sign capable of being represented graphically which is capable of distinguishing goods or services of one undertaking from those of other undertakings.
 'Trade mark" means a mark capable of being represented graphically and which is capable of distinguishing the goods or services of one person from those of others and may include shape of goods, their packaging and combination of colors, and a registered trademark or a mark used in relation to goods or services for the purpose of indicating or  so as to indicate a connection in the course or trade between the goods or services. A mark used or proposed to be used in relation to goods or services.

A trade mark is a visual symbol or sign in the form of a word, a device, or a label and a means of identification which enables traders to make their goods or services readily distinguishable from similar goods or services supplied by others.
 In the field of Intellectual property Law, the section on trademarks of the TRIPs Agreement gives a clear definition of trademark and its protection. Article 15.1 of TRIPs  mentions about trademark and the basic obligation of all members with regard to such protection. A trademark is 'any sign, or any combination of signs, capable of distinguishing the goods and services of one undertaking from those of other undertakings, thereof shall be eligible for registration as trademarks.

In order to individualize a product for the consumer, the trademark must indicate its source. This does not mean that it must inform the consumer of the actual person who has manufactured the product or even the one who is trading in it. It is sufficient that the consumer can trust in a given enterprise, not necessarily known to him, being responsible for the product sold under the trademark. For practical purposes one can even simply rely on the distinguishing function of the trademark, and define it as “any visible sign capable of distinguishing the goods or services of an enterprise from those of other enterprises.”

Section 2 (C) of Patent Design and Trademark Act, 2022  defines trademark as a word, sign, symbols, or pictures or a combination  thereof to be used by any firm, company or individual in its products or services to distinguish  them the produces or services or others.
 “A trademark is any word, name, symbol or device or any combination thereof, adopted and used by a manufacturer or merchant to identify his goods and distinguish them from those manufactured or sold by others.”
 
The followings are the basic characteristics of trademark 

a)
It must be distinctiveness 

b)
It must not be deceptive similarity

Types of mark
Many people distinguish trademark into two parts simply trademark and service mark. However, we can find the following categories of trademark.  
Service mark , Collective mark, Certification mark, Sound mark , Smell mark ,Color mark, Trade Names 

Generic Terms
A sign is generic when it defines a category or type to which the goods belong. It is essential to the trade and also to consumers that nobody should be allowed to monopolize such a generic term. Examples of generic terms are “furniture” (for furniture in general, and also for tables, chairs, etc.) and “chair” (for chairs). Other examples would be “drinks”, “coffee” and “instant coffee”, which shows that there are larger and narrower categories and groups of goods, all having in common that the broad term consistently used to describe them is generic.

These signs are totally lacking in distinctiveness, and some jurisdictions hold that, even if they are used intensively and may have acquired a secondary meaning, they cannot be registered since, in view of the absolute need of the trade to be able to use them, they must not be monopolized. For these reasons the High Court of Delhi, India, in 1972 refused registration of the JANTA trademark as in Hindi the word means cheap in price.

Descriptive Signs

Descriptive signs are those that serve in trade to designate the kind, quality, intended purpose, value, place of origin, time of production or any other characteristic of the goods for which the sign is intended to be used or is being used.

In line with the definition of the distinctive sign given earlier, the test to be applied must establish whether consumers are likely to regard a sign as a reference to the origin of the product (distinctive sign) or whether they will rather look on it as a reference to the characteristics of the goods or their geographical origin (descriptive sign). The term “consumer” is used here as an abbreviation denoting the relevant circles to be considered in a specific case, namely those to whom the sign is addressed (and in certain cases also those who are otherwise reached by the sign).

The fact of other traders having a legitimate interest in the fair use of a term can therefore be used as a kind of additional ground when making the decisive test of whether consumers are likely to regard the sign as a reference to origin or as a reference to characteristics of the goods. It should not, however, be used on its own as a basis for a decision to refuse the registration of a term when it is not clear that consumers are also likely to regard the term as descriptive. Other Signs Lacking Distinctiveness.
Signs may lack distinctiveness for other reasons. This is true of a device which, owing to its simplicity or pure illustrative or ornamental character, may not capture the consumer’s attention at all as a sign referring to the origin of the product, but rather as a mere illustrative part of the packaging of the goods offered to him.

An example (with regard to words) would be a relatively long advertising slogan recommending the goods to the consumer which, even when reproduced on the packaging, would be much too complex to be understood by consumers as a reference to the origin of the product.


National and International Trademark Registration
International Trademark Registration System

The system of international registration of marks is governed by two treaties: the Madrid Agreement Concerning the International Registration of Marks, which dates from 1891, and the Protocol Relating to the Madrid Agreement, which was adopted in 1989, entered into force on December 1, 1995, and came into operation on April 1, 1996. Common Regulations under the Agreement and Protocol also came into force on that date. The system is administered by the International Bureau of WIPO, which maintains the international register and publishes the WIPO Gazette of International Marks.

Objectives of International Trademark Registration System


The objectives of the system are two-fold. First, it facilitates the obtaining of protection for marks (trademarks and service marks). The registration of a mark in the international register produces, in the contracting parties designated by the applicant. Further contracting parties may be designated subsequently. Secondly, since an international registration is equivalent to a bundle of national registrations, the subsequent management of that protection is made much easier. There is only one registration to renew, and changes such as a change in ownership or in the name or address of the holder, or a limitation of the list of goods and services, can be recorded in the International Register through a single simple procedural step. On the other hand, if it is desired to transfer the registration for only some of the designated contracting parties, or for only some of the goods or services, or to limit the list of goods and services with respect to only some of the designated contracting parties, the system is flexible enough to accommodate this.
International Application of Trademark Registration
A mark to be registered in member states should be first registered at the national level in the country of origin of the applicant. The first registration is called 'basic registration'.
 The country having given the basic registration can only transmit there quest for international filing to the International Bureau of the World Intellectual Property Organization (WIPO) along with the list of the countries in which protection is being sought. There 'is no provision for directly filing a request under the Agreement.  It may be iterated that the country of origin has to be a member state. The role of the office of the country of origin is not only to send the application for international registration but also to certify that the mark which is the subject of the international registration is the same mark which is the subject of the basic registration.
 For each application fees ahs to be paid for each designated country and WIPO. The fees paid for the designated countries is called the ‘complementary fee’.
The Madrid Agreement is a supplemental filing system that is intended to centralize and simplify the worldwide trademark application process. It is only of benefit to those companies that are seeking protection of their marks in numerous countries or who will otherwise have an international presence. In order to register the trademark international wise the applicant must be a national domiciled in a country party to the protocol or have a real and effective industrial or commercial e establishment in such a country. This requirement is obviously a problem for those countries not yet a party to the protocol as they cannot apply for international registrations. Moreover, they cannot receive assignment of international registrations.
Well-Known Mark 

· Well-known trade and service marks enjoy in most countries protection against signs which are considered a reproduction, imitation or translation of that mark provided that they are likely to cause confusion in the relevant sector of the public. 

· Well-known marks are usually protected, irrespective of whether they are registered or not, in respect of goods and services which are identical with, or similar to, those for which they have gained their reputation.

·  In many countries, they are also, under certain conditions protected for dissimilar goods and services. 

· It should be noted that, while there is no commonly agreed detailed definition of what constitutes a “well-known mark,” countries may take advantage of the WIPO Joint Recommendations on the Protection of Well-Known Marks

· Well-known marks are marks generally acknowledged to be marks which have a high degree of recognition and reputation in the areas of trade of the proprietors of such marks, and in many cases beyond the areas of trade of the proprietors of such marks.

· Well-known marks are critical business assets which can be used and traded just like any other assets. As such, these critical business assets deserve the fullest and widest possible protection in order that mark owners may fully exploit the value of such well-known marks.

· This need for specific protection for well-known marks is recognised in various international obligations which set out the principles for the protection of well-known marks, with individual countries setting out the extent of which such rights are to be protected.

· Whether a mark is well-known is a factual question. The factors to consider in determining whether a mark is well-known generally falls within the following scope:-

· the degree of knowledge or recognition of the mark in the relevant sector of the public;

· the duration, extent and geographical area of any use of the mark;

· the duration, extent and geographical area of any promotion of the mark;

· the duration, extent and geographical area of any registrations to the effect they reflect use or recognition of the mark;

· the record of successful enforcement of rights in the mark; and

· the value associated with the mark.

· Protection for well-known marks is not confined to use of similar marks used for goods or services identical or similar to those of the owner of the well-known mark, but also to use in relation to goods or services which are not identical or similar to those of the owner of the well-known mark if such use would indicate a connection exists between such goods or services and the owner of the well-known mark.

· While many countries recognise unregistered well-known marks, it is however advisable to seek registration of well-known marks, taking into account that there may be extended forms of protection for registered well-known marks in certain countries.

· Some jurisdictions treat famous and well-known marks as synonymous. Most jurisdictions, however, distinguish between famous marks and well-known marks. In these jurisdictions, famous marks enjoy a higher degree of reputation than well-known marks. 

· Often a famous mark needs to be registered in at least its home country for protection, whereas well-known marks usually are protected without the need for any registration. On the other hand, well-known marks often are protected only for goods and services related to those with which they are already associated, whereas famous marks may be protected from unauthorized use on non-competing goods and services.

Paris Convention Article 6bis

· Members must protect well-known marks from infringement whether registered or unregistered.

· refuse registration

· cancel registration

· prohibit use

· where likelihood of confusion

· used on identical or similar goods

· no requirement senior mark be registered, i.e. applies to unregistered senior marks

· This obligation is incorporated into Article 16 of the TRIPS Agreement.

Likelihood of Confusion is the simple solution

· If there is likely to be confusion, then use of a mark, whether registered or unregistered, whether in translation, on same, similar, related, unrelated goods/services, can all be addressed.  Flexible standard.

· WKM obligations are encompassed into that standard without defining a WKM.

· Scope of protection depends on factors used by examiners and judges.

· Additional fees for WKM registration 

· Slow and arduous application process

· Favors domestic marks over foreign marks 

· Doesn’t protect unregistered WKMs 

· Subjective criteria (usually without appellate review)

· Usually dispositive of the issue

· Not rebuttable

· No list, no claim

· Static list

· deadwood

· well-knownness depends on particular facts

· Unreliable result – not usually comprehensive
It is not necessary to prove intent to identify a party or trade on its goodwill.  However, evidence of such an intent could be highly persuasive that the public would make the intended false association.  

Matters to consider while judging well-known marks

· Degree of distinctiveness

· Duration and extent of use of the mark

· Duration and extent of advertising of the mark

· Extent of geographical trading area

· Channels of trade

· Degree of recognition of the mark in those channels of trade

· Nature and extent of use of same/similar marks by third parties

· Whether the mark is registered

It seems that the court is reluctant to repeal a mark which is similar to a well-known mark until and unless it is confusingly similar. The courts and Department of Industries should change their attitude in number of counts with respect to protection of well-known marks. First, the DOI and courts should not understand the prevailing law in such a way that there is absence of law with respect to protection of well-known mark. There is law for the protection of well-known marks. It is section 18 of the Patent, Design and Trademark Act, 2022.  According to this section if any trademark counters the " prestige" or " fame" of a trademark such trademark should not be registered. Therefore, DOI should not registered such trademarks. If such trademark is registered by any way, such trademarks should be repealed by the Appellate Court on the ground of the same law, section 18 of Patent, Design and Trademark Act. Second, it is not enough for the court to look into the disputed trademark whether it is confusingly similar or not. Rather, the court should look whether the party in the disputed trademark is trying for a " free ride"  upon the " fame" and " prestige" of another trademark.  If the DOI and court change their approach in these two counts, most of the problems will be solved. 

Based on the discussion above, it can be said that there are some inconsistencies in the cases decided by the DOI. There should be separate official to decide case related to trademark. Or, it would be better to have separate tribunal to hear and decide cases of trademark. If it takes time to establish such tribunal, there should be immediate arrangements to register and administer trademark and decide the cases of trademark.         
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